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DETAILED ACTION 

Withdrawal of Finality /Re-opening of Prosecution 

1 . The Advisory Action mailed on 9/8/06 was sent in error. Prior to that, the 
Examiner had erroneously sent out a Final Rejection, on February 23, 2006, instead of 
a Non-Final Rejection is response the filing of a Request for Continued Examination on 
February 8, 2006. Therefore, the FINALITY of the rejection mailed on February 23, 
2006 has been WITHDRAWN, and PROSECUTION IS HEREBY REOPENED. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

3. Claims 1,4,5,7-14,16,19-21,23-27, and 29 are rejected under 35 U.S.C. 102(b) 
as anticipated by Sandstrom et al (US. Pat. No. 6,379.497). 

Sandstrom et al discloses a three layer single ply paper board. The central layer 
is a high-bulk layer containing bulk enhancing additives such as microspheres (which 
includes the claimed "vinylidene chloride" of claim 7), chemically-treated high bulk fibers 
and other bulk enhancing additives (see columns 6 and 21 ). Retention aids, binders, 
and fillers are also disclosed as being used in the paper (see columns 34 and 35). The 
surface layers of the board are surface sized/coated with starch or epoxy resins 
(corresponding to the claimed "crosslinking agents" of claim 1 1) - which can contain 
pigments (see columns 5,12,13,18,21,31). The size or coating composition depends on 
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the kind of article for which the paperboard is used, but when starch is selected as the 
sizing agent, the solids content is preferably between 20-40% (corresponding to the 
claimed "between 6% and 20%" of claims 5, 27 and 29). Also, Sandstrom states that 
the paperboard structure is an I-beam structure (see col. 39, line 19). Thus, Sandstrom 
anticipates the claimed invention. 

Claim Rejections - 35 (JSC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 2,3,6,15,17,18,22,28 and 30 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Sandstrom et al (US. Pat. No. 6,379,497). 

Regarding claims 2,3,15,17 and 18, it would have been obvious to employ the 
claimed coating/film thickness and weights as it depends on the type of article or final 
product for which the paperboard is intended. 

Regarding claims 6 and 22, the use of the claimed diamide salt as the bulk 
enhancing additive in Sandstrom et al would have been obvious since it is a 
conventional and commercially available bulk enhancing additive as evidenced by page 
6 of the instant specification. 

Regarding claims 28 and 30, it would have been obvious to one having ordinary 
skill in the art at the time of the invention to have arrived at the claimed starch solids 
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range, after routine experimentation, in order to provide an optimal moduli of elasticity to 
the layers. 

Response to Arguments 

6. Applicant's arguments filed August 23, 2006 have been fully considered, but like 
those presented previously, they are not persuasive. 

- Applicant continues to argue that the Sandstrom et al reference teaches away 
from an I-beam structure when using higher than "typical" weight % of size press- 
applied starch solids, and when there is starch penetration into the central cellulose 
paper layer; however, once again, the Examiner disagrees and finds no convincing 
evidence of this. Applicant also asserts that Examiner has taken the position that an I- 
beam structure is inherent in the paperboard disclosed in Sandstrom et al. The 
Examiner believes that inherency infers that such is not stated in the reference. Col. 39, 
lines 14-20, of Sandstrom clearly states that its paper is believed to generate an "I- 
beam" effect, due to the combined effect of bulk-enhancement and application of size at 
a high-solids level, that improves bending stiffness of the paper. There are a myriad of 
patents that suggest, if not state, that an "I-beam arrangement" in paper products 
occurs when outer layers exhibit high strength/density compared to the central/core 
layer of cellulosic fibers which exhibit low density, but increased bulk (See, for example, 
Chadha - US. Pat. No. 5,649,478). There is every indication, in Sandstrom, that its 
paper product exhibits these qualities - even though there is starch penetration into the 
inner core layer, and a higher starch-solid content. Just because there may not be 
explicit "performance data", found in the examples or elsewhere in the reference, to 
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"prove" the assertion that an "l-Beam effect" occurs does not indicate that such is not 
the case - even given the fact that starch-solid content is higher or that there is 
penetration into the core. Throughout the reference of Sandstrom, it is clear that the 
layers of its paper product, due to the size-press starch, are intended to be thicker - 
which gives it a higher moduli of elasticity - to improve bending and tensile stiffness. 
This allows for the desired paper rigidity even when a reduced weight of papermaking 
fibers is utilized (See col. 30). Sandstrom then indicates, further in the reference, that 
the true function of this arrangement in col. 39, line 14-19 - is that of an " l-Beam effect" 
- and the Examiner believes that there is no indication that at least one of the 
embodiments disclosed in Sandstrom et al would not have this effect. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dionne Walls Mayes whose telephone number is (571) 

272- 1 195. The examiner can normally be reached on Mon-Fri, 7AM - 4:30PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Steven P. Griffin can be reached on (571) 272-1 189. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 

273- 8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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